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1. Claims 1-30 remain in the application. 
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Claim Rejections - 35 USC § 112 
2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-30 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

With respect to claims 1,8,15 and 24, the removing and rinsing step are confusing. The 
Examiner questions how the "rinsing" step is performed to "remove the coating", when the 
coating has already been removed in the "removing" step. Clarification is requested. 

With respect to claims 16 and 17, the claims are confusing. The claims recite further 
comprising a polishing step to remove the metal layer and the soluble coating. Is not this already 
performed by the rising step? Is this an additional removing step? Is this an alternative to a 
rising step? Clarification is requested. 

With respect to claims 2-7,9-14,18-23 and 25-30, the claims are rejected as being 
dependent upon a rejected base claim. 



3. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
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claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1,4,5,8,1 1,12,15,19,24,26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Narui et al. (3,935,334). 

Narui et al. (3,935,334) teaches a process for preparing a metallized resin film for 
condenser element by providing on a dielectric resinous layer a water soluble coating layer 
having a pattern corresponding to a margin pattern, providing a metal deposition layer on the 
resinous layer and the water-soluble coating layer and removing the water soluble coating and 
the metal layer thereon by washing with water (abstract and col. 9, lines 10-35 and Figs, 5A-5C). 
Narui et al. (3,935,334) teaches applying the water-soluble layer in a pattern by printing 
processes such as silk screen coating, roll coating, gravure coating, etc. (col. 8, lines 10-20). The 
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water-soluble paint layer can comprise maleic anhydride (col. 7, line 63 - col. 8, line 10). The 
metal is applied by vacuum metallization and can include a wide variety of metals (col. 8, lines 
40-55) 

Narui et al. (3,935,334) fails to teach the step of removing the water soluble coating layer 
to form a pattern, using alcohol as the rinsing solution to form the pattern, and that the metal 
layer applied thereon is performed electrolessly. 

With respect to the step of applying the water-soluble coating being formed in a pattern 
by the claimed two-process step, i.e. coating and rinsing to form pattern, Narui et al. (3,935,334) 
teaches forming a pattern by a one-step process, i.e. pattern printing. It is the Examiner's 
position that one skilled in the art at the time the invention was made would have had a 
reasonable expectation of achieving similar success regardless of which process was utilized to 
form the pattern coating. In addition, Narui et al. (3,935,334) single step process would provide 
a simpler, quicker and more precise process while avoiding potentially harmful rinsing solutions. 

With respect to the claimed soluble coating being soluble in alcohol, Narui et al. 
(3,935,334) teaches using a water-soluble coating. One skilled in the art would have had a 
reasonable expectation of achieving similar success regardless of what type of rinsing solution 
was utilized to remove the coating layer. Narui et al. (3,935,334) water rinsing process would 
also provide the benefits of using a cheaper alternative to that of alcohol as well as avoiding 
potential unwanted reaction with the alcohol and the substrate. 

With respect to the metal being applied electrolessly, Narui et al. (3,935,334) teaches 
applying the metal by vacuum process. It is the Examiner's position that one skilled in the art at 
the time the invention was made would have had a reasonable expectation of achieving similar 
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results regardless of how the metal was applied as long ass it would be removed during the 
subsequent rinsing step as is done in Narui et al. (3,935,334). 

Claim 2,3,9,10,18,23,25 and 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Narui et al. (3,935,334) in combination with JP 2001-135541. 

Features described above concerning Narui et al. (3,935,334) are incorporated here. 

Narui et al. (3,935,334) fails to teach forming the pattern coating by applying and 
removing by dry or wet blasting and a chip-type component. 

JP 2001-135541 teaches a chip-type component whereby a magnetic substance is 
applied as a mask and the substance is removed to form a pattern by a blasting method. JP 2001- 
135541 teaches molding magnetic powder and resin around a coil to form the chip-type 
component (abstract). 

Therefore one skilled in the art at the time the invention was made would have had a 
reasonable expectation of achieving similar success by utilizing a coating/blasting removing step 
as evidenced by JP 2001-135541 for the pattern printing step of Narui et al. (3,935,334). 

Claims 7,14,21,22 and 28-30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Narui et al. (3,935,334) in combination with Hamatani et al. (6,577,218). 

Features described above concerning Narui et al. (3,935,334) are incorporated here. 

Narui et al. (3,935,334) fails to teach forming a palladium catalyst layer prior to 
electroless plating and forming electrolytic plating on the electroless plating to form the external 
electrodes. 
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Hamatani et al. (6,577,218) teaches an electronic component and method of manufacture. 
An internal conductor coil is encased in a molded body of magnetic powder and resin. 
Palladium is deposited atop the area for which external electrodes are going to be formed. After 
the palladium layer is applied, electrodes are formed by electroless plating followed by 
electrolytic plating (abstract and col. 2, line 10 - col. 7, line 50). 

Therefore it would have been obvious for one skilled in the art at the time the invention 
was made to have modified Narui et al (3,935,334) process by forming the metal layer with the 
aid of a palladium catalyst as well as forming the multiOlayered electrodes as evidenced by 
Hamatani et al. (6,577,218) with the expectation of achieving similar success. 

Claims 6,13,16,17,20 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Narui et al. (3,935,334) in combination with Ueno et al. (5,866,196). 

Features described above concerning Narui et al. (3,935,334) are incorporated here. 
Narui et al. (3,935,334) fails to teach a removing step comprising polishing or ultrasonic 

rinsing. 

Ueno et al. (5,866,196) teaches an electronic component and method of fabrication. The 
electronic component includes terminal electrodes formed on the ends of a chip-type component. 
The electrodes are formed with the use of resists masking and the like. The resists are removed 
by barrel polishing or ultrasonic cleaning (col. 8, line 60 - col. 9, line 10). 

Therefore, one skilled in the art at the tie the invention was made would have had a 
reasonable expectation of achieving similar success by forming the pattern coating with the use 
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of a removing step including polishing or ultrasonic cleaning as evidenced by Ueno et al. 
(5,866,196). 



examiner should be directed to Brian K. Talbot whose telephone number is (571) 272-1428. The 
examiner can normally be reached on Monday-Friday 6AM-3PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy H. Meeks can be reached on (571) 272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



5. 



Any inquiry concerning this communication or earlier communications from the 




Brian K Talbot 
Primary Examiner 
Art Unit 1762 
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